APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO. CONFIRMATION NO. 



Ronald A. Schachar PRES06-00217 



Docket Clerk I 

P.O. Drawer 800889 willse, david h 
Dallas, TX 75380 i 



PAPER NUMBER 



MAIL DATE | DELIVERY MODE 

11/18/2009 PAPER 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 





Application No. 

09/940,722 


Applicant(s) 

SCHACHAR, RONALD A. 


Examiner 

David H. Willse 


Art Unit 

3738 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communication(s) filed on 1 9 August 2009 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1,61,63-66 and 68-117 is/are pending in the application. 

4a) Of the above claim(s) 91-93,100,104-106,108 and 117 is/are withdrawn from consideration. 

5) |EI Claim(s) 61,63-66,68-79,107 and 109-116 is/are allowed. 

6) |EI Claim(s) 1,80,83-90,94,97-99 and 101-103 is/are rejected. 

7) ^ Claim(s) 81,82,95 and 96 is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) IZI The specification is objected to by the Examiner. 

10)n The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request tliat any objection to tlie drawing(s) be lield in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Applicant is advised that should claims 89, 90, 102, and 103 be found allowable, the 
claims will be objected to under 37 CFR 1 .75 as being substantial duplicates thereof. When two 
claims in an application are duplicates or else are so close in content that they both cover the 
same thing, despite a slight difference in wording, it is proper after allowing one claim to object 
to the other as being a substantial duplicate of the allowed claim (MPEP § 706.03(k)). 

The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1, 80, 83-88, 90, 94, 97-99, 101, and 103 are rejected under 35 U.S.C. 102(b) as 
being clearly anticipated by Wong, US 4,521,210, which discloses an elongated body 91 (Figure 
15 A) capable of being implanted in an elongated pocket surgically formed within scleral tissue 
of an eye, the pocket being formed in a zone of a globe of the eye exterior to a ciliary body of the 
eye (abstract, lines 9-11; Figure 4; column 4, lines 61-65; etc.). The longitudinally extending 
ridges or bars 92 (column 6, lines 44-46) may be placed on only one surface of the body 91, with 
the opposite side being smooth (column 6, lines 53-55). Because the depth of the ridges or bars 
is on the order of about 1 mm (column 4, lines 64-65), the ridges or bars are capable (whether or 



Application/Control Number: 09/940,722 Page 3 

Art Unit: 3738 

not such was the intent) of being implanted so as to exert an upwardly directed reaction force or 
traction on the anterior margin of the scleral pocket. 

Claims 89 and 102 are rejected under 35 U.S.C. 103(a) as being unpatentable over Wong, 
US 4,521,210. The particular dimensions would have been obvious variants on those discussed 
at column 4, lines 31-38, in order to accommodate various eye sizes encountered in humans and 
the animal kingdom. 

Claims 81, 82, 95, and 96 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

Claims 61, 63-66, 68-79, 107, and 109-116 are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dave Willse, whose telephone number is 571-272-4762 and who 
is generally available Monday, Tuesday, and Thursday. If attempts to reach the examiner by 
telephone are unsuccessful, the examiner's supervisor, Corrine McDermott, can be reached on 
571-272-4754. The fax phone number for the organization where this apphcation or proceeding 
is assigned is 571-273-8300. 

/David H. Willse/ 
Primary Examiner 
Art Unit 3738 



